TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte HUM M L. DAVIES, STEVEN R CH LDERS
and BARBARA BENNETT

Appeal No. 95-3746
Appl i cation 08/063, 4311

HEARD. February 12, 1999

Before KIMIN, ONENS, and SPlI EGEL, Adm ni strative Patent
Judges.

OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe examner’s final rejection of

Y Application for patent filed May 18, 1993. According to
the appellants the application is a continuation-in-part of
Application 07/851,090, filed March 13, 1992, now Pat ent
5,262,428, issued Novenber 16, 1993.
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clainms 1-16, which are all of the clains in the application.
THE | NVENTI ON
Appel l ants claimnethods for treating mamals to
sel ectively block the uptake of serotonin (5-HT) and dopam ne

by adm nistering to the manmal s tropane derivatives having a

recited formula. Caimlis
illustrative and H i reads as follows:
o
1. A nmethod ¢ B} of treating
manmal s to of 7] 3 sel ectively bl ock
5- HT upt ake, said K met hod conpri si ng
adm ni stering a smal | but

effective amount of a 3-aryltropane derivative of the fornmula:

and structural isoners thereof,

wherein R is an aromatic ring noiety selected fromthe
group consisting of 1-naphthyl, 1-naphthyl, phenyl, C to G
al kyl aryl, and indol e; and

R, and R, may be the sane or different and are sel ected
fromthe group consisting of hydrogen, C to G ketones, and

R, is nmethyl, hydrogen or |ower alkyl.
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THE REJECTI ONS

Clainms 1-16 stand rejected under 35 U.S.C. §8 101 on the
ground that the clainmed invention | acks patentable utility,
and under 35 U . S.C. § 112, first paragraph, on the ground that
the specification fails to provide an enabling disclosure.

CPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejection is not wel
founded. Accordingly, we do not sustain this rejection.

Rej ection under 35 U . S.C. § 101

Before utility is determ ned, the clainms nust be
interpreted to define the invention to be tested for utility.
See Raytheon Co. v. Roper Corp., 724 F.2d 951, 956, 220 USPQ
592, 596 (Fed. Cir. 1983), cert denied, 469 U S. 835 (1984).
"Claimconstruction is a question of |aw, reviewed non-
deferentially on appeal.” Mantech Environnental Corp. v.
Hudson Envi ronnental Services, 152 F.3d 1368, 1371, 47 USPQd
1732, 1735 (Fed. Cir. 1998).

Appel I ants clai mnethods for treating mammals to
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sel ectively block the uptake of serotonin (5-HT) (clains 1-8
and 12-16) or dopamine (clainms 9-11). The exam ner’s
interpretation (answer, page 4) of the clainms as bei ng nethods
for treating the diseases disclosed in appellants’

speci fication, such as Parkinson’s disease, clearly is

I ncorrect.

Appel l ants provide in vitro data in their specification
(Table 1, page 22) which show that the clained nmethods are
useful for selectively blocking the uptake of serotonin and
dopam ne. The exam ner argues that such nethods are devoid of
utility absent a showing that they are inexorably linked to
the treatnent of a particul ar di sease (answer, pages 7-8).
This argunment is not well taken because the selective bl ocking
of the uptake of serotonin and dopam ne are pharmnacol ogi ca
activities, and in the pharnaceutical arts, “practical utility
may be shown by adequate evidence of any pharnacol ogi ca
activity.” Fujikawa v. Wattanasin, 93 F.3d 1559, 1564, 39
UsP@d 1895, 1899 (Fed. Cir. 1996).

The exam ner argues that appellants have not shown that

their in vitro tests indicate in vivo activity (answer, page
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8). A predecessor of our appellate reviewing court stated in
In re Langer, 503 F.2d 1380, 1391, 183 USPQ 288, 297 (CCPA
1974) :

[ A] specification which contains a disclosure of
utility which corresponds in scope to the subject
matter sought to be patented nust be taken as
sufficient to satisfy the utility requirenent of
8§ 101 for the entire clained subject matter unless
there is reason for one skilled in the art to
question the objective truth of the statenent of
utility or its scope.

Each case of practical utility nust be decided on its own

facts. See Fujikawa v. Wattanasin, 93 F. 3d at 1564, 39 USPQd
at 1899. The exam ner has not carried her initial burden of
provi di ng evidence or sound technical reasoni ng which
i ndicates that one of ordinary skill in the art woul d have
questioned the objective truth of appellants’ supported
statenments in their specification that their clainmed nmethods
are useful for treating mammals to sel ectively bl ock the
upt ake of serotonin or dopam ne.

For the above reasons, we do not sustain the rejection
under 35 U.S.C. § 101.

Rej ection under 35 U. S.C. 8§ 112, first paragraph

Regar di ng enabl enent, a predecessor of our appellate
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reviewi ng court stated in In re Marzocchi, 439 F.2d 220, 223,
169 USPQ 367, 369-70 (CCPA 1971):

[A] specification disclosure which contains a
teachi ng of the manner and process of making and
using the invention in terns which correspond in
scope to those used in describing and defining the
subj ect matter sought to be patented nust be taken
as in conpliance with the enabling requirenent of
the first paragraph of 8 112 unless there is reason
to doubt the objective truth of the statenents
contai ned therein which nust be relied on for
enabl i ng support.

it is incunmbent upon the Patent Ofi ce,
whenever a rejection on this basis is nmade, to
explain why it doubts the truth or accuracy of any
statenment in a supporting disclosure and to back up
assertions of its own with acceptabl e evidence or
reasoni ng which is inconsistent wth the contested
statenent. O herw se, there would be no need for
the applicant to go to the trouble and expense of
supporting his presunptively accurate disclosure.

The exam ner argues that there is insufficient enabl ement
i n appel lants’ specification for one of ordinary skill in the
art to treat the various conditions suggested in appellants’
specification (answer, page 5). This argunent is not relevant
because, as di scussed above, appellants claimnethods for
sel ectively bl ocking the uptake of serotonin or dopam ne, not

nmet hods for treating Parkinson' s disease or other diseases
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mentioned in their specification. The exam ner has not
carried her initial burden of providing evidence or sound
techni cal reasoni ng which indicates that appellants’
speci fication woul d not have enabl ed one of ordinary skill in
the art to carry out the claimed nethods for treating nanmal s
to selectively block the uptake of serotonin or dopam ne.
Consequently, we do not sustain the rejection under 35 U. S. C
§ 112, first paragraph.
DECI SI ON

The rejections of clains 1-16 under 35 U S.C. §8 101 on
the ground that the clained invention | acks patentable
utility, and under 35 U S.C. § 112, first paragraph, on the
ground that the specification fails to provide an enabling
di scl osure, are reversed.

REVERSED

EDWARD C. KI M.I N )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
TERRY J. OWENS )
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Adm ni strative Patent Judge

CAROL A. SPI EGEL
Adm ni strative Patent Judge
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